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DETAILED ACTION 

1 . This is a NON-FINAL Office action on the merits in response to communications filed 
on June 2, 2008. Claims 2 and 8-19 have been cancelled. Claims 20-22 have been added. 
Currently, claims 1,3-7, and 20-22 are pending. This action is non- final based on the new 
grounds of rejection under 35 U.S.C. § 101 set forth below. 



Response to Arguments 

2. Applicant's arguments filed June 2, 2008 have been fully considered but they are not 
persuasive. 

Applicant argues the following: 

(A) Pisello does not teach determining resource requirements for server infrastructure 
scenarios 

(B) Pisello does not teach determining an investment cost and incremental savings in 
operating costs based upon resource requirements 

3. In response to these arguments, Examiner respectfully disagrees. In a general sense, 
Pisello teaches determining the amount of money necessary to support IT projects. Money is a 
resource; thus, Pisello teaches determining resource requirements for IT projects. Moreover, 
Pisello discloses determining costs and savings associated with capital (e.g. software and 
hardware), fees (e.g. maintenance and support), and labor associated with an IT project (see at 
least 33 and 39). Applicant asserts that these costs and savings disclosed by Pisello are purely 
monetary values and are not based on previously determined resource requirements (see 
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Remarks: page 7). Examiner asserts that it would not be possible to determine the monetary 
value (cost or savings) associated with a resource without first determining required resources. 

4. Examiner agrees with Applicant that Pisello does not discuss server infrastructure 
scenarios, such as a grid-based infrastructure. However, in the previous Office action, Pisello 
was not relied upon to teach this limitation. Rather, the Examiner took Official Notice of this 
limitation. Furthermore, a recitation of the intended use of the claimed invention must result in a 
structural difference between the claimed invention and the prior art in order to patentably 
distinguish the claimed invention from the prior art. If the prior art structure is capable of 
performing the intended use, then it meets the claim. 

For these reasons, the prior art rejections set forth in the previous Office action stand. 

Claim Rejections - 35 USC § 101 

5. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

6. Claims 1, 3-7, and 20-22 are rejected under 35 U.S.C. 101 because the claimed 
invention is directed to non-statutory subject matter. 

Claim 1 : Claim 1 is directed toward the statutory category of a process. In order for a 
claimed process to be patentable subject matter under 35 U.S.C. § 101, it must either: (1) be tied 
to another statutory class (such as a particular apparatus), or (2) transform underlying subject 
matter (such as an article or materials) to a different state or thing. See Diamond v. Diehr, 450 
U.S. 175, 184 (1981); Parker v. Flook, 437 U.S. 584, 588 n.9 (1978); Gottschalkv. Benson, 409 
U.S. 63, 70 (1972). If neither of these requirements is met by the claim, the method/process is 
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not patentable subject matter under § 101. Thus, to qualify as a statutory process under § 101, 
the claim should positively recite the other statutory class to which it is tied (e.g. by identifying 
the apparatus that accomplishes the method steps), or positively recite the subject matter that is 
being transformed (e.g. by identifying the material that is being changed to a different state). 

Here, the claimed invention does not transform underlying subject matter to a different 
state or thing because it merely determines whether the benefit of an alternative justifies its costs. 
Furthermore, the claimed process is not tied to another statutory category, such as an apparatus. 
It is possible to carry out the entire claimed methodology in the human mind. Thus, the claimed 
invention is not statutory under § 101 . 

Furthermore, Claim 1 contains the abstract idea of determining cost, savings, values, and 
justifications; therefore, it falls within a 35 U.S.C. 101 judicial exception. A claimed invention 
falling within a judicial exception may be statutory if it has a practical application; that is, if it 
produces (1) a physical transformation or (2) a useful, concrete, and tangible final result. See 
AT&Tv. Excel Communications Inc., 172 F.3d at 1358, 50 USPQ 2d at 1452; State Street Bank 
& Trust Co. v. Signature Financial Group, Inc., 149 F.3d at 1373, 47 USPQ 2d at 1601 (Fed. 
Cir. 1998). 

As discussed above, the claimed invention does not transform an article or physical 
object to a different state. Therefore, the test for practical application as applied by the examiner 
involves determining whether the claimed invention produces a useful, concrete, and tangible 
final result. Utility may be evidenced by a specific (particular to a subject matter), substantial 
(real-world), and credible (logical) final result. Concreteness may be evidenced by repeatability 
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with substantially the same result. Tangibility may be evidenced by a non-abstract real-world 
result. 

The claimed invention does not produce a concrete final result because it is not 
predictable and repeatable with substantially the same result. The end result of the claimed 
invention is a determination of whether the total benefit of the alternative justifies the investment 
cost of the alternative. Without any guidance as to what constitutes a "justification," the claimed 
invention is not repeatable with substantially the same result. 

Likewise, the claimed invention fails to produce a tangible final result because "justified" 
alternatives are not necessarily implemented. The final result appears to be an abstract "yes" or 
"no" answer as to whether or not the benefits of an alternative justify the costs. 

Claims 3-7. and 20-22 : The dependent claims are rejected because they fail to remedy 
the deficiencies of the claims from which they depend. 

Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

8. Claims 1, 3-7, and 20-22 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over U.S. pre-grant publication number 2003/0158800 to Pisello et al ("Pisello") in view of 
Official Notice. 
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Claim 1 : Pisello discloses a method for generating a business case relative to a baseline, 
comprising the steps of: 

• determining resource requirements for said an alternative (see paragraphs 33 and 
39; "Response to Arguments," above) 

• determining an investment cost for said alternative from said resource 
requirements (see paragraphs 33 and 36; "Response to Arguments," above); 

• determining an incremental savings in operating costs for said alternative relative 
to said baseline from said resource requirements (see paragraphs 38-39; paragraph 
40: lines 4-9, disclosing determining cost reductions over a period of years; 
paragraph 91 : lines 12-15, disclosing comparing costs and benefits of the project 
to a base case); 

• determining an incremental business value to a supported business operation 
relative to said baseline (see paragraphs 41 and 44, disclosing measuring 
improvement in key performance indicators; paragraph 44: lines 7-16, disclosing 
determining KPI values over a period of years; paragraph 91 : lines 12-15, 
disclosing comparing costs and benefits of the project to a base case); and 

• determining whether the total benefit represented by said incremental savings in 
operating costs and said incremental business value justifies said investment cost 
(see paragraph 49, disclosing evaluating costs and benefits; paragraph 56, 
disclosing determining risk; paragraph 91, disclosing comparing costs and 
benefits to a base case). 
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Pisello does not explicitly disclose wherein the business case is for an alternative server 
infrastructure scenario. Pisello does, however, teach using the method to evaluate potential 
information technology projects (see generally title, abstract, disclosure). Furthermore, Pisello 
teaches using the method to evaluate potential server projects (see paragraph 3 1 : lines 6-10; 
paragraph 33: lines 5-7; paragraph 39: lines 1-4; paragraphs 106 and 109). 

Pisello does not explicitly disclose evaluating server infrastructure, such as a grid-based 
infrastructure. Examiner takes Official Notice that it is old and well known in the information 
technology evaluation arts to use the evaluation methods taught by Pisello to evaluate the 
potential impact of a server infrastructure project. One of ordinary skill in the art would have 
been motivated to do so in order to realize the organizational and financial impact of making 
changes to their server infrastructure. (Note: see also "Response to Arguments," above). 

Claim 3 : Pisello discloses determining performance metrics, said incremental business 
value being determined from said performance metrics (see paragraph 41, disclosing wherein 
key performance indicators form a basis for business values such as customer satisfaction, 
responsiveness, innovation, etc). 

Pisello does not explicitly disclose wherein performance metrics are determined for an 
alternative server infrastructure. Refer to the obviousness rejection of claim 1, above. 



Claim 4 : Pisello discloses wherein said steps are performed for a plurality of scenarios 
(see paragraph 91, disclosing performing the method on a plurality of projects). 
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Pisello does not explicitly disclose wherein the scenarios are alternative server 
infrastructure scenarios. Refer to the obviousness rejection of claim 1, above. 

Claim 5 : Pisello does not explicitly disclose wherein said alternative server infrastructure 
scenario is a grid-based scenario. 

As discussed above in regards to claim 1, Pisello teaches using the method to evaluate 
potential server projects. Pisello does not explicitly disclose evaluating server infrastructure, 
such as a grid-based infrastructure. Examiner takes Official Notice that it would have been 
obvious to one of ordinary skill in the information technology evaluation arts to use the 
evaluation methods taught by Pisello to evaluate the potential impact of a grid-based server 
infrastructure project. One of ordinary skill in the art would have been motivated to do so in 
order to realize the organizational and financial impact of using a grid-based server 
infrastructure. (Note: see also "Response to Arguments," above). 

Claim 6 : Pisello discloses wherein said investment cost is an incremental investment cost 
of said scenario relative to said baseline scenario (see paragraph 34: lines 5-11, disclosing 
determining cost reductions over a period of years; paragraph 91, disclosing comparing costs and 
benefits to a base case). 

Pisello does not explicitly disclose wherein the scenarios are alternative server 
infrastructure scenarios. Refer to the obviousness rejection of claim 1, above. 



Application/Control Number: 1 0/685 ,204 Page 9 

Art Unit: 3623 

Claim 7 : Pisello discloses wherein said step of determining whether said total benefit 
justifies said investment cost comprises the step of calculating a rate of return of said total 
benefit on said investment cost (see paragraph 56: lines 7-9, disclosing using return on 
investment and internal rate of return). 

Claim 20 : Pisello discloses receiving numerical inputs specifying resource requirements 
(see at least paragraphs 33, 36, and 39; "Response to Arguments," above). 

Claims 21-22 : Pisello discloses calculating investment costs and incremental savings 
from said numerical inputs specifying said resource requirements (see at least paragraphs 33, 36, 
and 39; "Response to Arguments," above). 
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Conclusion 

9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Neil R. Kardos whose telephone number is (571) 270-3443. The 
examiner can normally be reached on Monday through Friday from 9 am to 5 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Beth Boswell can be reached on (571) 272-6737. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Neil R. Kardos 
Examiner 
Art Unit 3623 

NRK 

8/13/08 

/Jonathan G. Sterrett/ 

Primary Examiner, Art Unit 3623 



